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Asian Intellectual Property Conference in Kyoto
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Venue: Shiran Kaikan, Yamauchi Hall,

Kyoto University, Kyoto, Japan




Program 9:30-12:35

MORITA Akira
Director and Professor,
Policy Alternatives Research Institute, the University of Tokyo

YANAGI Takashi
Director, Research Environment and Industrial Cooperation Division, Ministry of
Education, Culture, Sports, Science and Technology

9:45- Keynote Speech (or Brief Presentation)
Japan: WATANABE Toshiya
Professor, Research Center for Academic Science and Technology,
the University of Tokyo
Secretary General, Intellectual Property Association of Japan

Korea: CHO, Yong Sig
Vice President, Intellectual Property Association of Korea
Vice President, Seoul Bar Association

China: ZHANG Yun Cai (Video)
Secretary General, China Intellectual Property Society

10:40- Distinguished Guest S

USA :  DUDAS Jon (Tentative)
Partner, Foley & Lardner LLP
Former Under Secretary of Commerce for Intellectual Property and
Director of United States Patent and Trademark Office

11:00- Round Table Discussion
Chair: SAKATA Ichiro
Professor, Policy Alternatives Research Institute, the University of Tokyo

M Discussion Topics

(1)University and Patent System

(2)Grace Period

(3)Search System of Academic Knowledge

(4)International University and Industry Corporation and Patent System
(5)Cooperation of IP academic association in Asia

(6)Proposal for Japan-US-Europe Trilateral Patent Office Heads' Meeting
(7)Regulation of International University-Industry Cooperation

12:30- Closin
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Professor, Research Center for Advanced Science and Technology, The University of Tokyo
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Professor, Policy Alternatives Research Institute and Graduate School of Engineering,

The University of Tokyo

Professor, Policy Alternatives Research Institute, The University of Tokyo

CEO & President, TODAI TLO, Led.

Ph.D. Professor/Vice Director, Medical & Bioscience Division, Innovative Collaboration Center,
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Visiting Professor, Legal Affairs Section, Innovative Collaboration Center, Kyoto University
Associate Professor, National Graduate Institute for Policy Studies

Adjunct Associate Member. the Science Council of Japan
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Associate Professor, Office of Industry Liaison, Tokyo Institute of Technology

Executive Vice President, Mie University
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Director, Intellectual Property Association of Japan

Associate Professor, Osaka University / Patent Attorney

Professor & Deputy Director General/Arts, Science and Technology Center for Cooperative
Research, Kyushu University (KASTEC), Director/International Center, Intellectual Property
Management Center of Kyushu University (IMAQ)
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15 Messages for the Patent System to innovate our Future
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Opening Remarks

MORITA Akira

Director and Professor,
Policy Alternatives Research Institute,
the University of Tokyo

Opening Remarks

WATANABE Eiji

Director, Office for Technology Transfer Promation,
Research Environment and Industrial Cooperation Division
Ministry of Education, Culture, Sports, Science and Technology
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Keynote Speech

WATANABE Toshiya

Professor, Research Center for Academic Science
and Technology, the University of Tokyo
Secretary General, Intellectual Property Association of Japan

RTAK 4

—

Toshiya Watanabe

A4 Kb
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Keynote Speech

CHO, Yong Sig

Vice President, Intellectual Property Association of Korea
Vice President, Seoul Bar Association

A4 K 6

Effective Patent

2009. 11. 10.

A7 DARAE
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I Yong Sig, Cho

Education

- Chief Executive Officer Course, Business School, Waseda University, Japan
- International Leaders Course, Graduate School of International
Studies, Seoul National University
- Highest Industrial Strategies Course, Seoul National University
- Honorary Researcher, College of Law, The University of Tokyo,
- Law School, Northwestern University (LLM)
- College of Law, Hanyang University

Professional Experiences

- Judge, Patent Court; Daegu High Court; Daegu District Court
- Vice Chairman, Seoul Bar Association

- Legal Adviser & Manager, the Law Times

- Adviser, New Intellectual Association

- Legal Adviser, Korean Industrial Technology Association

- Advisor of INNOBIZ Association

- Adviser, Korean Intellectual Property Legislation Research Institute
- Vice Chairman, Korean Intellectual Property Law Association
- Vice Chairman, Korea-Japan Bar Association

- Member, Japanese Trademark Law Association

- Member, Japanese Industrial Property Rights Association

- Auditor, Hanyang University Venture Alumni Association

- Member of Public defenders Association

AT74 K 8

The necessity for patent prosecution cooperation
among the nations with a large number of filings

an IPS -

e Family patent applications count 30% of the total number of filings in 5
countries

— IP5 filings cover 80% of the total world-wide filings

1,850,000 applications h S
inworld-wide 1‘.;

w76
20,
&

™7 DARAE

AT74 K9
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The necessity for patent prosecution cooperation
among the nations with a large number of filings

The different prosecution results from each country

AZ74 K 10

Strategy for promoting the effective patent
right acquisition

27 DARAE

AT7A4 K 11
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Most effective way is work-sharing related to
Family patent filed in IP5

=7 DARAE

AT7A4 K 12

Most effective way is work-sharing related to
Family patent filed in IP5

=7 DARAE

AT74 K 13
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Most effective way is work-sharing related to
Family patent filed in IP5

of prosecution and its

J
=7 DARAE

A4 K 14

Most effective way is work-sharing related to
Family patent filed in IP5

-3

Foreign Inebectus e

Propery Offce s

E fary ptert gé"'mm

ooy f | —p mm|ﬂ§
. Prosccaton

tent in
+ KIPO: Korean Intellectual Property Office
+ PPH: Patent Prosecution Highway
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The necessity for the introduction of common
patent system

=7 DARAE
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The necessity for the introduction of common
patent system

=7 DARAE
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The necessity for the introduction of common
patent system

A=Y DARAE

AT K 18

The necessity for common response
to Patent Troll

=7 DARAE

AT74 K 19
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The necessity for common response
to Patent Troll

27 DARAE

274K 20

The necessity for common response
to Patent Troll

=7 DARAE

AT7A4 K 21
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Thank you

Yong-Sig CHO
Lawyer; Patent&Trademark Attorney

L®7 DARAE

ATA4 K 22

Keynote Speech

ZHANG Yun Cai

Secretary General, China Intellectual Property Society

AT4 K 23
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Distinguished Guest Speech

DUDAS Jon

Partner, Foley & Lardner LLP
Former Under Secretary of Commerce for Intellectual Property
Director of United States Patent and Trademark Office

Round Table Discussion

SAKATA Ichiro

Professor, Policy Alternatives Research Institute,
the University of Tokyo

e

AT K 25
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Discussion Topics

(1)University and Patent System

(2)Grace Period

(3)Search System of Academic Knowledge

(4)International University and Industry

Corporation and Patent System

(5)Cooperation of IP academic association in Asia

(6)Proposal for Japan-US-Europe Trilateral Patent

Office Heads’ Meeting

(7)Regulation of International University-Industry
operation

AT K 26

Closing

ATA4 K 27
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China Intellectual Property Society
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Zhang Yuncai
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2. Abstract

DARAE LAW & IP Firm Managing Partner

Vice President, Intellectual Property Association of Korea
Vice President, Seoul Bar Association

CHO, Yong Sig

Despite that applicant wishes to promptly obtain the patent right from many countries at a
reasonable costs, the increased number of filling causes the delay with the process of
prosecution.

In relation to the low costs, the most recommended approach to satisfy the wish of the
applicant is the prosecution and registration of patent is completed by one designated patent
office for a world-wide. It is, however, even if the prosecution of patent application is completed
at one patent office, the issue related to swiftness is highly likely to be remained.

In year 2007, the total number of patent fillings in the five countries including USA, Japan,
Europe, China and Korea covers approximately 80% of the total number of fillings in the world,
and approximately 30% is being the family patent filing. Further, inconsistent examination
criteria of each country cause a low prediction rate on patent grant and increase the financial
burden of applicant. In this respect, the most practical approach for a speed process at a low cost
is setting standard examination criteria among the countries with a large number of fillings and
removing the repeated work. In other words, the work-sharing related to the prosecution of
family patent applications can be done by the uniformity of the substance and prosecution of
patent among 5 nations.

The above proposal could be partially achieved by the currently discussed Patent Law Treaty
(PLT) and Substance Patent Law Treaty (SPLT). It is, however, in order to promptly obtain the
patent right, the followings: management of common database for non-patent literature;
introduction of system sharing the process and result of prosecution; multilateral Patent
Prosecution Highway (PPH) instead of bilateral PPH among IP5 is strongly recommended.

Further, in a long term plan, the introduction of common patent system, jointly prosecute the

application and grant a single patent right, can be considered for the family patent application
which covers approximately 30% of the total number of filings in IP5. This may require
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preparing common prosecution criteria, establishing the common prior art search authority, and
designating a specialized office for each field of technology

Lastly, we also need to consider the common response against the patent troll which is being
an obstacle for R&D and investment of corporation. For example, the establishment of a fund
responding against the patent troll could be considered. In particular, it is the establishment of
the cooperation network to purchase of patent which is not exploited by the patent owner (ie,
university, public research center) and jointly manage it. The right of patent jointly managed by
IP5 is available for the license at a reasonable fees and the incurred financial gain could be used
in purchasing a patent for re-investment of the circular system.
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3. Comments for the meeting

Innovation Initiative Network Japan

http!//www.innovation-net.jp/index.html

“Innovation Initiative Network Japan(IINet)”  was established in April 2009, in order
to widely promotes industry — academia collaboration under the framework of the cooperation
between MEXT (Ministry of Education, Sports, Science and Technology) and METI (Ministry
of Economy, Trade and Industry), which is the unprecedented scheme funded by both ministry.

IINet provides member organizations with one-stop service, which makes it easy to
establish partnership between small-to-medium sized companies and research institutes.

To achieve the aim of Industry-Academia collaboration, The IP strategy is the key of the
success or failure. However, it is very difficult for small-to-medium sized companies and
universities to obtain foreign patents because there are huge differences of patent system
between countries, which require unaffordable financial and human cost of them.

Translation makes up a large part of the costs of obtaining patents in many countries such as
Europe, US, China, and South Korea. The existence of a world-common language for patent
applications would make it easier for universities and small-to-medium-sized companies to get
foreign patents appropriately.

I hope today’s discussions are fruitful in establishing international harmonization.
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4.

Human Resources Development

MATSUOKA Mamoru, Mie University

Examples in Japan

Japan Patent Office
1. Various enlightenment programs
A) Publication of “Standard IP Texts” and school support program to use them
B) Patent contest
C) IP seminar
D)
Ministry of Education, Culture, Sports, Science & Technology
1. Good Practice (IP education)
A) About 5 universities selected and supported every year from 2004
B) From IP professional human resources development program to IP awareness
program
C) Research activities on IP education
Intellectual Property Association of Japan
1. Subcommittee of IP Professional Human Resources (Professional)
2. Subcommittee of Intellectual Property Education (IP awareness)
Examples at school
1. Robot manufacturing with simulating patent & design registration (junior)
2. Entrepreneur education with simulating design registration (elementary, junior)
3. Manufacturing or entrepreneur education with patent or design registration (senior)
Trial of international exchange program on IP education
1. Special classes in a high school in Tianjin (2007) and in junior high schools in Inner
Mongolia (2009) , China

* Important role of foreign students or researchers from China

Proposal

Promotion of international exchange of IP educational practice
International research activity on IP education

Necessity of a research center of IP education
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5. International University and Industry Corporation and Patent System

Ritsumeikan Law School Prof. Satosh1 WATANABE

An aspect to improve international cooperation universities and industrial company

One of the discussions in the recent Japan would suggest a little but difficult problem which
would be required to be harmonized to improve the academic and industrial cooperation with
the international scale in the field of R&D activities. The problem is not related to the patent
system itself, but rather one of the neighboring problems of it. It is related to the so-called
employee invention.

The Japanese Patent Act provides special regulations to protect employee interest on his
invention (Paragraph 35). The legal framework for the employee invention is not same and
different country to country. Japanese Patent Act admits basically the right of the title as
patentee to the employee not to the company which employs him. And it also provides a very
characteristic system to protect the interest of the employee inventor. It admits the employee
inventor the right to bring a suit before the court to evaluate the proper rewards for transference
of his title as patentee to the company, and to order to pay the evaluated amount. The legal
nature of this provision is discussed much among the lawyers and majority insists that this
provision should be qualified as a labor law in its nature, even though it is provided in the Patent
Act. And the Japanese Supreme Court also authorized this view in its judgment. And the
Supreme Court judgment declared that this system should be applied not only for the Japanese
patent but also for the foreign patents if the Japanese Law is applied on the employment
contract.

It means that if a employee of a company invented a very valuable invention as his mission
for the company, and the company was transferred the title as a patentee from the employee
inventor, and the employment contract is governed by the Japanese law, then, so long as the
Japanese court has the jurisdiction, the court apply the Japanese law and evaluate proper
rewards for the patent rights including foreign patents and may order to pay the whole amount
to the employee. This could be considerable risk for the employing company.

Today the R & D activities of the industrial company are very often driving in corporate with
the university. And the many of the university in Japan have so many foreign staff and students
as members of the researching team. In such R & D project with the international scale, the
applicable law on the employment contract has very important meaning under the Japanese law.
And it is much more important how is the regulation on the title as patentee of each country,
whether it admit the title on the employee or employing company. If the patent law of country A
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provides the title as patentee originally belong to the company, the company needs not to pay
any reward for the transferring. And if the patent law of country B provides the title as patentee
belong to the employee, the company should pay the proper reward for the transferring
calculated by the court to the employee inventor. So harmonization on this title would be useful
to make the legal problems simplify and to improve such cooperative R & D project with

university and company.

56



6. Can Academia Contribute to Reform Intellectual Property System for
Encouraging Further Innovation?

Toshiya Watanabe
Professor, The University of Tokyo
Director, Intellectual Property Association of Japan

Secretary of IP committee of Science Council of Japan

The history of patent law is considered to have started in the Republic Venice, Italy 1474. The
character of the Venetian Statute is very similar to the current patent system: A patent was
defined as a right to exclude, The aim of the system was an incentive for invention, Patented
technology should be new, The invention should be practical etc.

It is really surprising that a patent system of 500 years ago had basically the same structure
with the current system. Although, many amendments of the systems have been carried out in
many countries since the society has dramatically changed during 500years, they still have
similar fundamental structures with the Venetian Statute.

However, such patent system is now facing the necessity of fundamental reform. The
effect of the patent system on the economic society has changed greatly. The change includes
dramatic increase of patent applications with the advent of knowledge society, globalization of
patent system, open innovation strategy by firms, closer science and industry linkage etc. After
these changes of situation, the patent system is now considered to be inevitable tool to
encourage innovation. Innovation is different from invention. Innovation needs not only
invention but also an innovation system including organization to execute invention, business
model to utilize it, new market where innovative products and service are provided, so on. It is
apparent that such request to patent system did not exist 500 years ago.

The inevitable standpoints to review the patent system are; 1. Pro innovation standpoint, 2.
Global standpoint, 3. Patent system user standpoint. It is needed that scientific and logical
discussion among nations and industries with conflicting interests is promoted in order to
reform patent system based on these standpoints.

This is exactly the purpose of Asian Intellectual Property Conference in Kyoto. It is noted
that patent applications from Japan, China and Korea are rapidly increasing. Not only firms but
also universities in this reign applied huge number of patents. Recently, Huawei, a major
Chinese telecommunications company, for the first time ranks No. 1 in the world among all
applicants for the Patent Cooperation Treaty. The impact of patent in Asian area on global patent
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system is getting larger and larger.

The participants of this conference are university patent manager, layer, economists and
various researchers on IP system. Scientific and logical discussion on IP system to promote
global innovation by these participants is the purpose of this conference. Harmonization of
grace period, system for patent owned by university, international contract regarding IP, non
patent worldwide literature search system and worldwide IP professional human resource
development program are issues to be discussed. Of course, this is not only the issue of Asia but
also that of worldwide. This conference will lead to Global Intellectual Property Conference as
the next step.

I sincerely wish for a fruitful discussion here in this conference and it leads to next
opportunity.
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